THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GARY A SIGEL and ROVAN C. DOMBZY

Appeal No. 96- 2575
Appl i cation 08/051, 886!

ON BRI EF

Before KIMIN, PAK and WALTZ, Adninistrative Patent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-7,
and 9-18, all the clains remaining in the present application.
A copy of illustrative claim1l is appended to this decision.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

ppplication for patent filed April 26, 1993
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Kratel et al. (Kratel '487) 3,953, 487 Apr. 27, 1976
McDani el 4,190, 457 Feb. 26, 1980
Kratel et al. (Kratel '587) 4,191, 587 Mar. 04, 1980

Appel lants' clainmed invention is directed to a process
for preparing a xerogel that conprises contacting an inorganic
wet gel with a silicon-nitrogen conmpound of the recited
formula. The xerogels of the present invention have a | ow
density and high porosity and find utility as thernmal
i nsul ati on.

The appeal ed clains stand rejected under 35 U.S.C. § 103
as being unpatentable over McDaniel in view of Kratel '487 and
Kratel '587.

Upon careful consideration of the opposing argunents

presented on appeal, we concur with appellants that the prior

art applied by the examner fails to establish a prim facie
case of obviousness for the clained subject matter.
Accordingly, we will not sustain the exam ner's rejection.
There is no dispute that MDaniel discloses a process for
preparing a xerogel conprising contacting an inorganic
hydrogel with a silicon-nitrogen conmpound. However, as
appreci ated by the exam ner, MDani el does not disclose the
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use of silicon-nitrogen conpounds of the recited fornula.

Consequently, the exam ner

relies upon the Kratel references for teaching a reaction of
appel lants' silicon-nitrogen conmpounds with SiQ. However, as
expl ai ned by appellants, the flaw in the exam ner's reasoning
is that the Kratel references are not directed to reacting the
silicon-nitrogen conpounds with a wet gel to forma xerogel

as required by the appeal ed clains and di scl osed by the
primary reference, MDaniel. While the exam ner points to the
menti on of aerogels and xerogels in the Kratel patents, the
references teach reacting the silicon-nitrogen conpounds with

dehydrated silica gels or xerogels, not with wet inorganic

gels to forma xerogel. As properly noted by appellants, the

"fine-particle size SiO, to be reacted with the organosilicon
conpounds"” (Kratel '487 at colum 2, lines 32 and 33) is a
dry, dehydrated naterial, not a wet gel. 1In essence, whereas
appel l ants and McDaniel are directed to form ng a xerogel from
an inorganic wet gel, the Kratel references are concerned with
nmodi fying dry SiQ (which can be al ready-fornmed xerogels) by a
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reaction with a silicon-nitrogen conpound foll owed by
mechani cal conm nuti on. In our view, the Kratel references
woul d have provided no teaching or suggestion of nodifying the

process of MDaniel for form ng an inorganic xerogel

| nasmuch as the applied prior art fails to establish a

prima facie case of obviousness, it is unnecessary to evaluate

t he probative value of the Donmszy decl aration

One final point remains. Appellants at page 5 of their
principal brief, urge separate patentability for ten different
groups of clains (A-J) and provide appropriate argunments in
the body of the brief. As a result, the exam ner erred in not
agreeing with appellants that the appeal ed clains do not stand
or fall together because "the clains would not be separately
patentable if clains 1 and/or 10 were unpatentable. Further,
t he sane conbination of references is applied agai nst every
cl aimon appeal herein." (page 2 of answer). Wen an
appel | ant provi des separate argunents for different clains on
appeal, it is the examner's burden to treat every separately
argued claimand provide factual support for a rejection under

35 U S.C. § 103, whether or not the same conbi nati on of
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references is applied agai nst every separately argued cl aim
W invite the examner's attention to 37 CFR 8§ 1.192 (c)(7)

and (c)(8), as well as Ex parte Schier, 21 USPQ2d 1016, 1018-

19 (Bd. Pat. App. & Int. 1991).

I n conclusion, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

BOARD OF PATENT
CHUNG K. PAK APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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